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X Responsive to communication(s) filed on 4/18/00 
. This action is FINAL. 

T»rVl^T C t°l iS C ° nditi0n f ° r a "° WanCe 6XCept f0r f0rmal matters < P^secution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire three month(s), or thirty days whichever 
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Disposition of Claims 

X Claim(s) 1-26 



Of the above, claim(s) 22-25 
Claim(s) 



X Claim(s) 1-21 and 26 

':. . Claim(s) 

i_ Claims 



is/are pending in the application. 

_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

J See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected t0 by the Examjner 

□ The proposed drawing correction, filed on is & moved disapproved. 

[..J The specification is objected to by the Examiner. 

The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No, (Series Code/Serial Number) ___ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"""Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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Election/Restriction 

1. Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-21 and 26, drawn to an electronic device, classified in 
class 257, subclass 40. 

II. Claims 22-25, drawn to a memory circuit, classified in class 365, 
subclass 151. 

2. The inventions are distinct, each from the other because of the following 
reasons: Inventions I and II are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have 
different modes of operation, different functions, or different effects (MPEP 

§ 806.04, MPEP § 808.01). In the instant case, the different inventions I and II 
are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, 
restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Mr. Heibel on April 4, 2001 a 
provisional election was made without traverse to prosecute the invention of 
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Group I, claims 1-21 and 26. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 22-25 have been withdr 
from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

Double Patenting 

5. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain fl patent therefor " 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957)' and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

6. Claims 1-21 and 26 are provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claims 1-21 of copending Application No. 
09/527,885. This is a provisional double patenting rejection since the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1-21 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jenekhe, 5,814,833, in view of Traynor, 4,629,798. 

Jenekhe, 5,814,833, discloses in Fig. 8 an electronic device comprising: 
electrodes 5 and 7; 

conductive polymer 2 including: electron withdrawing group (see lines 22, 
column 2) from cyano, nitro groups (see lines 51-52, column 7); aryl, phenyl, 
ethyl and biphenyl groups (see line 18 and 32-33, column 7); phosphine (see lines 
25 and 53, column 53); binding groups oxygen, sulfur atoms (see lines 33-34, 
column 5). 

What is not shown in Jenekhe, 5,814,833, is the palladium electrode as 
recited in claim 21 . 

Traynor, 4,629,798, discloses the teaching of using palladium electrode in 
an electronic device having conductive polymer (see lines 42-43, column 12). 

It would have been obvious under 35 USC 103(a) to one of ordinary skill in 
the art at the time of the invention was made to utilze the palladium electrode of 
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Traynor, 4,629,798, for the electrodes 5 and 7 of Jenekhe, 5,814,833, for the 
purpose of design choice. 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Knobel et al., 5,1 10,669, and Yang et al., 5,563,424. 

10. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Trong Phan whose telephone number is 
(703) 308-4870. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Nelms can be reached on (703) 308-4910. The fax 
phone numbers for the organization where this application or proceeding is 
assigned are (703) 308-7724 for regular communications and (703) 308-7722 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(703) 308-0956. 



Conclusion 




April 18, 2001 



TRONG PHAN 
PRIMARY EXAMINER 



